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DETAILED ACTION 

Claims 1-48 are currently pending in the instant application. Claims 1 , 2, 5, 6, 20 
and 33 are rejected, claims 1-6, 20 and 33 are objected and claims 7-19, 21-32 and 34- 
48 are withdrawn from consideration as being for non-elected subject matter. The 
finality of the previous office action has been withdrawn. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 5 March 
2007 has been entered. 

Petition Decision 

Applicants' petition to review the restriction requirement filed December 13, 2006 
was granted in the Petition Decision of 6/26/07. Therefore, according to the petition 
decision the examiner is in error in respect to setting forth a scope of elected subject 
matter of Group I to which the examination would be limited based on the species 
identified and therefore, the examiner will follow the guidelines of MPEP 803.02 wherein 
once a species is elected it is examined for compliance with all applicable statutes for 
patentability and if compliance is found, then the examination is expanded to a 
reasonable number of related species to determine whether they also comply with the 
statute. 
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The petition states that the examiner will also consider applicants' amendment 
filed 5 March 2007. Therefore, the amendment to the claims has been entered and the 
examiner will follow the guidelines of MPEP 803.02. The finality of the previous office 
action has been withdrawn, and the examiner has followed MPEP 803.02. 

Election/Restrictions 
As per the petition decision, the examiner will determine whether the entire 
scope of the claims is patentable according to MPEP 803.02. Applicants' elected 
species of 3-guanidineocarbonyl-1-(7-methyl-7H-pyrrolo[2,3-d]pyrimidin-4-yl)-1 H-indole 
appears allowable over the prior art of record. Therefore, according to MPEP 803.02: 
•should no prior art be found that anticipated or renders obvious the elected species, the 
search of the Markush-type claim will be extended. If prior art is then found that 
anticipated or renders obvious the Markush-type claim with respect to a nonelected 
species, the Markush-type claim shall be rejected and claims to the nonelected species 

o 

held withdrawn from further consideration. The search of the Markush-type claim has 
been extended to include the products of the formula I wherein: 

R1, R2, R3,n, Ra, Rb and R4 are as found in claim 1 and Ar is 7H-pyrrolo-[2,3- 
d]-pyrimidine, which may be linked via any of its positions and which is substituted in at 
least one of its positions by alkyl having 1 , 2, 3, 4, 5 or 6 carbon atoms, halogen, nitro, 
NRaRb, alkylcarbonylamino having 1,2,3 or 4 carbon atoms, hydroxyl, alkoxy having 
1,2,3,4,5 or 6 carbon atoms, S(0)nR4, Co2H, alkoxycarbonyl having 1, 2, 3, 4, 5 or 6 
carbon atoms, alkylcarbonyl having 1,2,3,4,5 or 6 carbon atoms, CONRaRb, CN, 
polyfluoroalkyl having 1 ,2,3 or 4 carbon atoms, polyfluoroalkoxy having 1 ,2 or 3 carbon 



Application/Control Number: 10/749,631 Page 4 

Art Unit: 1626 

atoms or S03H, or a racemic mixture, enantiomer, diastereomer, or tautomer of such 
compound, or a mixture thereof, or a pharmaceutically acceptable salt of such 
compound, racemic mixture, enantiomer, diastereomer, tautomer, or mixture. 

Additionally, the search of the Markush-type claims have been extended to the 
non-elected species of formula (I) wherein Ar is quinoline. 

As prior art has been found which anticipates the above identified nonelected 
species wherein Ar is quinoline, the Markush-type claims are rejected as follows and the 
subject matter of the claims drawn to nonelected species held withdrawn from 
consideration. Claims 1-6, 20 and 33 have been examined to the extent that they are 
readable on the elected embodiment and the above identified nonelected species. 
Since art was found on the nonelected species, subject matter not embraced by the 
elected embodiment or the above identified nonelected species is therefore withdrawn 
from further consideration. 

It has been determined that the entire scope claimed is not patentable. 

Additionally, as per the petition decision of 6/26/07, the restriction between 
Groups l-lll is considered proper and is FINAL. In accordance with MPEP 821 .04, 
rejoinder of product claims with process claims commensurate in scope with the allowed 
product claims will occur following a finding that the product claims are allowable. Until, 
such time, a restriction between product claims and process claims is deemed proper. 
Additionally, in order to retain the right to rejoinder, Applicant is advised that the process 
claims should be amended during prosecution to maintain either dependency on the 
product claims or to otherwise include the limitations of the product claims. 
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Response to Arguments 

Applicant's arguments filed 6/26/2006 have been fully considered but they are 
not persuasive. In regards to the 35 USC 103(a) rejection applicant argues that the 
examiner fails to provide any motivation to modify the prior art compounds. Applicants' 
argue that Lang does not generically overlap with the claimed invention as Lang does 
not disclose either the guanidyl substitution at position 3 or the N-bicycloheteraryl 
substituent. This is not persuasive as Lang does disclose the guanidyl substitution at 
position 3, see preferences wherein one of the substituents R(1) to R(6) is CO- 
N=C(NH2)2(column 2). Additionally, prefererences towards N-bicycloheteraryl is found 
in Lang wherein on columns 3 and 4 wherein R(8) can be quinolyl or isoquinolyl. 
Applicant argues that there must be some teaching or suggestion or motivation in the 
prior art to make the specific combination that was made by applicant and Applicant 
argues that there is no rationale for why one would have been motivated to modify the 
prior art to put the quanidyl substituent at position 3 or the N-bicycloheteraryl 
substituent. This argument is not persuasive as the prior art of Lang provides 
preferences towards the guanidyl at position 3 and provides preferences to quinolyl for 
a substituent on the nitrogen of the indole. It is these preferences along with the utility 
of the compound which provides the motivation to modify the prior art. Applicant argues 
that Lang does not disclose N-bicycloheteraryl substituents. This argument is not 
persuasive as Lang does disclose N-bicycloheteraryl substituents in preferred 
embodiments, see columns 3 and 4. Applicant argues that the mere possibility does not 
provide motivation and the examiner used improper hindsight. This argument is not 
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persuasive as mere possibility is not the motivation behind the 35 USC 103(a) rejection, 
but the preferences towards compounds as instantly claimed coupled with the utility of 
the compound. The motivation would be to the expectation of preparing more 
biologically active benzo-fused heterocyclic compounds useful as diagnostic agents and 
as pharmaceutical compositions for the treatment of conditions such as atherosclerosis. 

Claim Objections 

Claims 1-6, 20 and 33 are objected to as containing non-elected subject matter. 
Claims 1-6, 20 and 33 presented drawn solely to the elected invention as identified 
supra would overcome the instant objection. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth In section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 
. 3. Resolving the level of ordinary skill in the pertinent art. 

Claims 1, 2, 5, 6, 20 and 33 is rejected under 35 U.S.C. 103(a) as being obvious 

over LANG et al., US Patent No. 5,852,046. 
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Determining the scope and contents of the prior art 

US Patent No. 5,852,046 discloses benzo-fused heterocyclic compounds having 
a 5-membered ring and their use as diagnostic agents and medicaments on column 1 , 
lines 15-17. The benzo-fused heterocyclic compounds having a 5-membered ring are 
of the formula I wherein "X and be N or CR(6); Y can be oxygen, S or NR(7); A and B 
together are a bond or are both hydrogen; one of the substituents R(1) to R(7) is -CO- 
N=C(NH2)2; the other respective substituents R(1) to R(6) are such as H or (C1-6)alkyl; 
n is zero to 10; R(7) can be hydrogen or R(8)-CnH2n; and R(8) can be hydrogen, (C2- 
6)alkenyl, phenyl, 1- or 2*naphthyl, pyridyl, quinolyl or isoquinolyl (columns 1 and 2). 
Preferences towards the subject matter of applicants' instant invention are found in the 
preferences wherein Y is NR(7) (column 2, line 29); one of. the substituents R(1) to R(6) 
is CO-N=C(NH2)2; A and B are a bond (column 2, line 30); n is zero to 4 (column 2, line 
41 ); R8 can be quinolyl or isoquinolyl (column 2, line 63). Further preferences to 
compounds which are positional isomers of the subject matter of the claimed invention 
are found in preferred embodiments on column 3 wherein X is CR(6); Y is NR(7); A and 
B together can form a bond; R(1) is -CO-N=C(NH2)2; n can be zero; R(8) can be 
quinolyl or isoquinolyl; and R97) can be R(8)-CnH2n. Further preferences are found on 
columns 3 and 4 wherein R(8) can be quinolyl or isoquinolyl and can be substituted by 1 
tO 3 substituents chosen from the group consisting of F, CI, Br, I, CF3, etc. 

Ascertaining the differences between the prior art and the claims at issue 

The difference between the prior art and the subject matter of the claims at issue 
is that the prior art does not specifically disclose a specific compound of the instantly 
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claimed formula (I). However, the prior art discloses the compounds of the formula (I), 
which generically overlap with applicants 7 instantly claimed products and generically 
overlaps with positional isomers. of applicant's instantly claimed products. Furthermore, 
the prior art does disclose preferences towards applicants' instantly claimed products 
and preferences towards positional isomers of applicants' instantly claimed products 
which provides direction and motivation to prepare the subject matter of applicants' 
instantly claimed invention. 

Resolving the level of ordinary skill in the pertinent art 
Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to prepare the compounds within applicants instant compound of 
formula I when faced with the prior art of Lang et al. since the prior art discloses 
products, diagnostic agents and pharmaceutical compositions which generically overlap 
with the subject matter of the claimed invention and positional isomers thereof and 
provides direction towards applicants' subject matter of the instant claims within the 
preferred embodiments. The motivation would be to the expectation of preparing more 
biologically active benzo-fused heterocyclic compounds useful as diagnostic agents and 
as pharmaceutical compositions for the treatment of conditions such as atherosclerosis. 
Furthermore, nothing unobvious is seen in substituting the claimed isomer for the 
structurally similar isomer, as taught by LANG et al. since such structurally related 
compounds suggest one another and would be expected to share common properties 
absent a showing of unexpected results. In re Norris, 84 USPQ 458 (1950). 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Rebecca L. Anderson whose telephone number is (571) 
272-0696. Mrs. Anderson can normally be reached Monday through Friday from 
6:00am until 2:30pm. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Mr. Joseph K. McKane, can be reached at (571 ) 272-0699. 

The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 

/<R#6ecca Anderson/ 
Primary (Examiner, JlV 1626 

9 July 2007 

Rebecca Anderson 
Primary Examiner 
Art Unit 1626, Group 1620 
Technology Center 1 600 



